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DETAILED ACTION 
Status of Claims 

1 . Due to communications filed 9/1/06, the following is a final office action. Due to a 
restriction requirement, claims 2-8, 10-13, 17-18, 56-57, 59-62 have been elected. 
Claims 1,9, 14-16, 19-32, 44, 53-55, and 58 have been cancelled. Claims 2-8, 10-13, 
17-18, 56-57, 59-62 are pending in this application and have been examined on the 
merits. Claims 2-8, 10-13, 17-18, 56-57, 59-62 are rejected as follows. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 2-8, 10-13, 17-18, 56-57, 59-62 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards, as the invention. 

Specifically, in independent claims 59-60, the fourth limitation, claim 61 , the fifth 
limitation, and claim 62, the seventh limitation, the term "one or more prospect lists" is a 
relative term that renders the claim indefinite. The term "one or more prospect lists" is 
not defined by the claim, the specification does not provide a standard for ascertaining 
the requisite degree, and one of ordinary skill in the art would not be reasonably 
apprised of the scope of the invention. Because the term "one or more prospect lists" is 
used, it is not clear which list is being discussed, thereby making the entire claim, and 
, the scope of the invention unclear. Therefore, all claims that depend on independent 
claims 59-62, (claims 2-8, 10-13, 17-18, and 56-57) are also indefinite. 
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Also, in independent claims 59-60, the fifth limitation, claim 61 , the sixth 
limitation, and claim 62, the eighth limitation, the term "a second list group" is a relative 
term that renders the claim indefinite. The term "a second list group" is not defined by 
the claim, the specification does not provide a standard for ascertaining the requisite 
degree, and one of ordinary skill in the art would not be reasonably apprised of the 
scope of the invention. Because the term "a second list group" is used, it is not clear 
which list is being discussed since this "second list group" doesn't seemed to be tied to 
any other list group, thereby making the entire claim, and the scope of the invention 
unclear. Therefore, all claims that depend on independent claims 59-62, (claims 2-8, 
10-13, 17-18, and 56-57) are also indefinite. 

As per claim 17, the term "the prospect list identifies at least one of the at least 
one other list purchaser" is a relative term that renders the claim indefinite. The term 
"the prospect list identifies at least one of the at least one other list purchaser" is not 
defined by the claim, the specification does not provide a standard for ascertaining the 
requisite degree, and one of ordinary skill in the art would not be reasonably apprised of 
the scope of the invention. Because the term "the prospect list identifies at least one of 
the at least one other list purchaser" is used, it is not clear which list is being discussed, 
thereby making the entire claim, and the scope of the invention unclear. 

Response to Arguments 

Applicant's arguments filed 9/1/06 have been fully considered but they are not 
persuasive. 
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The applicant argues the restriction requirement filed 5/5/06. Specifically, the 
applicant argues that the inventions of both Groups I and II have the same effect: they 
both provide a first list purchaser with a targeted list of prospective customers, and the 
operation by which they obtain that effect is also the same: choosing prospective 
customers from a group of selected lists. Applicant then goes on to argue that the only 
difference is the criterion used for selecting the group of selected lists, where in Group I, 
the criterion for list selection is that the targeted list and a list identified as successful by 
the first list purchaser share similar content, whereas in Group II, it is that they share 
similar users. However, the inventions of Group I and Group II are distinct and require a 
different field of search since Group I focuses on targeting lists of prospective 
customers, where Group I focuses on targeting lists of prospective list purchasers. The 
difference is that the customers are only on one end of the transaction, and are not 
purchasers of the lists, but are resources used to create the target lists. As for the list 
purchasers, they are on both ends of the transaction; they purchase the list, and are 
also used as a resource to create target lists. This difference requires a different 
search. 



Conclusion 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Akiba K Robinson-Boyce whose telephone number is 
571-272-6734. The examiner can normally be reached on Monday-Friday 9am-4:30pm. 



Application/Control Number: 09/697,233 Page 5 

Art Unit: 3628 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on 571-272-6708. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703-746-7238 
[After final communications, labeled "Box AF"], 703-746-7239 [Official Communications], 
and 703-746-7150 [Informal/Draft Communications, labeled "PROPOSED" or "DRAFT"]. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
3900. 

A. R. B. 

November 2, 2006 



